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1 . Claims 1-11, 13-14, 16-20, and 22-29 are presented for examination. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 3-6, 19, and 27 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

4. Original claims 1,17, and 25 did not include the limitation: "a microarchitecture 
implementation-specific representation of a portion of the first code, and a 
macroinstruction representation of the portion of the first code." The examiner cannot 
find written description, in applicants' original disclosure, supporting an embodiment in 
which applicants analyze compiled code and generate "a second code based on the 
first code, the second code including a microarchitecture implementation-specific 
representation of a portion of the first code, and a macroinstruction representation of the 
portion of the first code." For this reason the examiner considers the substance of the 
claims to be new matter. 

5. The drawings are objected to because Fig. 1 is identified by applicants in their 
specification as prior art but is not designated as prior art in applicants' drawings. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of'the application. Any amended replacement 
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drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 
6. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the analysis of 
compiled code and generation of "a second code based on the first code, the second 
code including a microarchitecture implementation-specific representation of a portion of 
the first code, and a macroinstruction representation of the portion of the first code" 
must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
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prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-11, 13-14, 16-20, and 22-29 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Slegel et al. (IBM's S/390 G5 Microprocessor Design). 

9. Slegel taught the invention of exemplary claim 1 including: "a method, 
comprising: analyzing a first code; and generating a second code based on the first 
code, the second code including a microarchitecture implementation-specific 
representation of a portion of the first code, and a macroinstruction representation of the 
portion of the first code." The examiner would suggest applicants read the second 
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paragraph on the first page of the article; the section entitled "Microarchitecture"; the 
section entitled "L1 cache"; and the section entitled "Millicode", at a minimum, before 
responding. Note that in the last paragraph of the section entitled "L1 cache" Slegel 
taught: "The L1 cache unit also contains a 32-byte writeable millicode array containing 
the millicode for the most commonly used ESA/390 instructions implemented in 
millicode." It is the examiners' contention that the millicode array is a microarchitecture 
representation of ESA/390 (macro) instructions that will also be found in the L1 cache at 
some point in the execution of a given program and both constitute a portion of the 
second code generated. 

10. As to claim 2, Slegel inherently taught: "the method of claim 1 , wherein the first 
code comprises source code." The current, conventional practice is to get away from 
having programmers write macroinstruction and microinstruction code and have them 
write in a higher-level source code which is then compiled into macroinstructions and 
millicode. Without offering such capabilities IBM would be severely curtailing the 
potential market for its product. 

11. As to claim 3, Slegel inherently taught:"the method of claim 1 , wherein the first 
code comprises code compiled from source code for a given instruction set architecture 
(ISA). Note, in the second paragraph of. the article, Slegel taught: "The G5 system 
implements the ESA/390 instruction-set architecture, which is based on and compatible 
with the original S/360 architecture introduced in 1964. While one might wish to 
recompile an S/360 program or at the very least optimize the compiled code for 
execution on the G5 system, Slegel is saying that at least some S/360 programs could 
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run (i.e., they are compatible) on the G5 system and could take advantage of the 
millicode routines in the L1 cache (i.e., there would be macroinstructions and 
microinstructions encompassing the same operations). 

12. As to claim 4, Slegel taught: "the method of claim 3, wherein the second code 
further comprises the first code." As described in paragraph 10, supra, there would be 
the S/360 code in the L1 cache with instructions whose operations overlap the millicode 
in the millicode array. 

13. As to claim 5, Slegel taught: "the method of claim 4, further comprising 
generating boundary markers to mark a beginning and an end for the alternative 
representation, the boundary markers being in a format of the ISA (Millicode section)." 
The 390 macroinstruction, which is recognized by the decoder as requiring millicode, 
acts as one boundary and the millicode instruction that acts as a hardwired subroutine 
return acts as the other boundary. 

14. As to claim 6, Slegel taught:"the method of claim 5, further comprising generating 
a trigger instruction which when executed by a machine executing the second code 
causes the machine to execute the alternative representation instead of the first code, 
the trigger being in the format of the ISA. The trigger instruction is the 390 
macroinstruction, which is recognized by the decoder as requiring millicode (Millicode 
section). 

15. As to claim 7, Slegel taught: "the method of claim 1, wherein the alternative 
representation comprises microcode (fourth paragraph of Microarchitecture section)." 
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16. As to claim 8, Slegel taught "a machine-readable medium having stored thereon 
a sequence of instructions which when executed by a processor, cause the processor to 
perform a set of operations comprising: generating compiled code for a given ISA, the 
compiled code including a) discrete regions of microarchitecture implementation-specific 
code bounded by ISA format markers and b) macroinstructions outside the discrete 
regions (Millicode section)." Slegel taught that "The millicbde instruction set consists of 
all the ESA/390 hardware instructions plus 102 instructions that only millicode can use." 
He also taught there were either more complex instructions or relatively infrequently 
used ESA/390 macroinstructions which would appear in the compiled code with the 
hardwired/millicode/microinstructions of the ESA/390 instruction set. Applicant is only 
claiming some parts of the code are microinstructions and some parts are 
macroinstructions which Slegel must inherently have. 

17. As to claim 9, see paragraph 8, supra. 

18. As to claim 10, see paragraph 13, supra. 

19. As to claim 1.1, see paragraph 15, supra. 

20. As to claim 1 3, inherently, the circuitry of Slegel's system must decode the 
instructions to obtain appropriate operands and execute them. 

21 . As to claims 14, 16-20, and 22-23, they fail to teach or define over rejected 
claims 1-11 and 13. 

22. As to claim 24, the S360 code mentioned in the second paragraph and the 
ESA/390 code, while similar, are still different ISA's. 
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23. As to claims 25-29, they fail to teach or define over rejected claims 1-11,1 3-14, 
16-20, and 22-24. 

24. Applicant's arguments with respect to claims 1-11, 13-14, 16-20, and 22-29 have 
been considered but are moot in view of the new ground(s) of rejection. 

25. Any inquiry concerning this communication should be directed to William M. 
Treat at telephone number (571 ) 272-41 75. 

26. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 
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